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DETAILED ACTION 

Claims 1-3, 18 and 38 are currently pending in the instant application and are 
rejected. 

Response to Arguments 

Applicant's arguments filed 12/8/05 have been fully considered but they are not 
persuasive. In regards to the objection to the specification, applicant argues that the 
specification pages 23 lines 23-page 25 line 13 provides support for changing the 
paragraph bridging pages 48-49 of the specification as pages 23-25 provide support for 
C4-C16cycloalkane as a substrate. However, this argument is not persuasive as the 
paragraph bridging pages 48 and 49 stated that a low or weak polar compound as a 
reaction product is such as C4-C16 cycloalkane. It is not apparent to one of ordinary 
skill in the art that there is an error, and even if it was apparent that there is an error, it is 
not apparent what the appropriate correction would be to the example of a low or weak 
polar compound as a reaction product with preferred solvents as hydrocarbon and a 
chain ether as there are many reaction products encompassed by applicants originally 
filed disclosure. 

In regards to the 35 USC 1 12 1 st paragraph rejection of claims 1-3 and 18, 
applicant argues that pages 48-49 provide support for the amendment to the claims that 
when the hydrocarbon or the chain ether is employed as the solvent, the reaction 
mixture is obtained by an oxidation reaction of a monocyclic C4-C16 cycloalkane 
substrate. However, this amendment, which is considered new matter, is limiting the 
solvent to water when the reaction mixture is obtained by (ii)-(vi) or the substrate is 
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other than a monocyclic C4-C16 cycloalkane substrate and the reaction mixture is 
obtained by (i). This is not described in the originally filed application in such a way as 
to reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention and is therefore new 
matter. There is no mention anywhere in applicants 1 specification of only using the 
hydrocarbon or the chain ether as the solvent for the crystallization of the imide 
compound from a reaction mixture obtained by an oxidation reaction of only a 
monocyclic C4-C16cycloalkane substrate and there is no mention anywhere in 
applicants' specification of limiting the solvent to water when the reaction mixture is 
obtained by (ii)-(vi) or the substrate is other than a monocyclic C4-C16 cycloalkane 
substrate and the reaction mixture is obtained by (i). Applicant cannot exclude subject 
matter not specifically included. Applicant cannot specifically exclude the use of the 
hydrocarbon or the chain ether as solvents for processes other than the oxidation of a 
monocyclic C4-C16cycloalkane substrate as these processes, i.e. applicant cannot limit 
the solvent to water when the reaction mixture is obtained by (ii)-(vi) or the substrate is 
other than a monocyclic C4-C16 cycloalkane substrate and the reaction mixture is 
obtained by (i) without support for this limitation. There is no description in the prior art 
for only using water when the reaction mixture is obtained by (ii)-(vi) or the substrate is 
other than a monocyclic C4-C16 cycloalkane. Therefore the limitations in the claims are 
not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time of the application was filed, had 
possession of the claimed invention, i.e. the claimed process with the use of a 
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hydrocarbon or a chain ether as a solvent only when the process is the oxidation 
reaction of a monocyclic C4-C16 cycloalkane substrate. Applicant cannot specifically 
exclude something not specifically described in the specification, i.e. applicant cannot 
exclude the use of the hydrocarbon or the chain ether as a solvent for other processes 
besides the oxidation reaction of a monocyclic C4-C16 cycloalkane substrate as these 
other processes are not described in the specification. 

Applicant further argues that Foricher fails to teach or suggest the reaction of a 
substrate of the type required by claims 1-3 and 18. Specifically, applicant argues that 
the substrate of Foricher, the isoprenoids having an allylic hydrogen, have no 
meaningful relationship-in chemical structure or properties- to the substrates recited in 
claims 1-3 and 18. Applicants arguments are not found persuasive because an 
isoprenoid having an allylic hydrogen, is still found within applicants instantly claimed 
invention of claim 38. Specifically, wherein the substrate of claim 1 is a 
polycycloalkane. Page 34 of applicants' specification states that polycycloalkanes 
include bridged cyclic hydrocarbons which are defined on page 26 of applicants' 
specification to include for example, bicyclic hydrocarbons (e.g., pinane, pinene . ) and 
terpene. Foricher, column 2, lines 66-68 state, "accordingly, isoprenoids include the 
compounds described in greater detail under specific entries, namely hereterpenes, 
terpenes, Therefore the Foricher reference still anticipates applicants invention 
since it discloses the process of oxidizing an isoprenoid having at least one allylic 
hydrogen atom in the presence of a N-hydroxydicarboxylic acid imide of the formula (I) 
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such as N-hydroxyphthalimide. Furthermore, the oxidation of a-pinene is found on 
columns 5 and 6 of the Foricher reference. 

Specification 

The amendment filed 7 April 2005 is objected to under 35 U.S.C. 132(a) because 
it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: the amendment 
to the paragraph bridging pages 48-49 of the specification. Specifically, the amendment 
to the paragraph bridging pages 48-49 changes the monocyclic C4-C16cycloalkane 
from an oxidation reaction product, in the preferred embodiment of using a hydrocarbon 
and a chain ether as solvent, to a substrate is considered new matter. While applicant 
states that it is apparent that the monocyclic-C4-C16 cycloalkane is a substrate rather 
than an oxidation product, it is noted that the original paragraph bridging pages 48-49 
stated that the reaction product is a monocyclic C4-C16cycloalkane. It is not apparent 
to one of ordinary skill in the art that there is an error, and even if it was apparent that 
there is an error, it is not apparent what the appropriate correction would be to the 
example of a low or weak polar compound as a reaction product with preferred solvents 
as hydrocarbon and a chain ether. Therefore, the amendment to the specification filed 
7 April 2005 is considered new matter and Applicant is required to cancel the new 
matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-3 and 18 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Specifically, claim 1 contains the proviso that 
"provided that when the hydrocarbon or the chain ether is employed as the solvent for 
crystallizing the imide compound from the reaction mixture, the reaction mixture is 
obtained by an oxidation reaction of a monocyclic C4-C16cycloalkane substrate." This 
proviso is not described in the originally filed application in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention and is therefore new matter. This 
phase lacks description in the originally filed specification. There is not mention 
anywhere in applicants' specification of only using the hydrocarbon or the chain ether as 
the solvent for the crystallization of the imide compound from a reaction mixture 
obtained by an oxidation reaction of only a monocyclic C4-C16cycloalkane substrate. 
Applicant cannot specifically exclude the use of the hydrocarbon or the chain ether as 
solvents for processes other than the oxidation of a monocyclic C4-C16cycloalkane 
substrate as these processes are not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time of 
the application was filed, had possession of the claimed invention, i.e. the claimed 
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process with the use of a hydrocarbon or a chain ether as a solvent only when the 
process is the oxidation reaction of a monocyclic C4-C16 cycloalkane substrate. 
Applicant cannot specifically exclude something not specifically described in the 
specification, i.e. applicant cannot exclude the use of the hydrocarbon or the chain ether 
as a solvent for other processes besides the oxidation reaction of a monocyclic C4-C16 
cycloalkane substrate as these other processes are not described in the specification. 
Therefore, claims 1-3 and 18 are rejected as containing new matter and the new matter 
should be deleted from claim 1. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 38 is rejected under 35 U.S.C. 102(b) as being anticipated by Foricher et 
al. f US Patent No. 5, 030, 739. 

The instant claim 38 claims a process for separating a reaction product 
and an imide compound of the formula (1) from a reaction mixture obtained by a 
reaction of a substrate selected from the group consisting of cycloalkanes, 
polycycloalkanes, alicyclic and aromatic alcohols, and aromatic hydrocarbons 
containing a methyl group or a methylene group in the presence of the imide compound, 
which process comprises separating said reaction product and said imide compound 
from said reaction mixture by solvent-crystallizing the imide compound from said 
reaction mixture with at least one solvent selected from the group consisting of a 
hydrocarbon, a chain ether, and water, wherein the reaction mixture is obtained by (i) 
oxidizing the substrate with oxygen, (ii)-(v) or (vi). 
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This invention of claim 38 was described in the prior art US Patent No. 5, 030, 
739 more than one year prior to the date of the instant application. US Patent No. 5, 
030, 739 discloses the process of oxidizing an isoprenoid having at least one allylic 
hydrogen atom(column 1 , lines 39-59), such as terpenes, sesquiterpenes and steroids 
(column 2, lines 43-57), such as a-pinene (column 3, lines 28-36) in an inert ketone or 
ester in the presence of a N-hydroxydicarboxylic acid imide of the formula (I), such as 
N-Hydroxyphthalimide (NHPI) (Table 1 , column 9, lines 42-59). The separation of the 
catalyst from the reaction mixture is disclosed on column 4, lines 50-62, wherein the 
catalyst can be separated (crystallized-out) from the reaction mixture with the aid of a 
non-polar solvent, such as hexane. An example of the oxidation of a-pinene is found in 
example b), columns 5 and 6 the imide compound used was NHPI (see experiment (b) 
in Table 1). Another example of the oxidation of a-pinene is found in example 4, 
columns 9-10, wherein a-pinene is reacted with NHPI and the imide is separated out 
with hexane/diethyl ether, (i.e. the substrate a-pinene, a bridged cyclic hydrocarbon 
which is included within polycycloalkanes, is soluble in the hexane/diethyl ether solution 
(as seen by the filtrate being evaporated to dryness and the resulting residue containing 
the final oxidation product), is oxidized with the aromatic oxidation catalyst NHPI and 
then the catalyst is separated out by a solvent crystallization step with the aid of a 
solvent mixture of hexane, an alicyclic hydrocarbon having 6 carbon atoms, and diethyl 
ether, a diC1-6alkyl ether). The prior art substrate is an isoprenoid having at least one 
allylic hydrogen atom, such as a-pinene which corresponds to applicants claimed 
substrate of a polycycloalkane. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Rebecca L. Anderson whose telephone number is (571) 
272-0696. Mrs. Anderson can normally be reached Monday through Friday 5:30AM to 
2:00PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Joseph K. McKane, can be reached at (571) 272-0699. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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